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DETAILED ACTION 
Response to Amendment 

The following is placed in effect in response to the amendment of 17 May 2006. 

Claims 18 and 19 are drawn to a method of making the composition of the Group 
I claims, and are not being examined at this time. The elected, and examined, claims 
are 11-17, 20-25, and newly added claims 26-53. 

The rejection of claims 11-17, and 20-25 under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement, as stated in the prior Office Action, is 
hereby expressly withdrawn. 

The rejection of claims 11-17 and 20-25 under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention, as stated in the prior Office Action, is 
hereby expressly withdrawn. 

Claim Objections 

Claims 28-53 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Each of these 
claims recite specific forms of the composition and do not recite limitations that are 
relevant to the compositional limitations of the composition from which they depend. At 
best, these claims are drawn to statutorially different inventions, being serving ware or 
containers. Regardless, the claims have not been further treated on their merits.. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 20, 21 , 26 and 27 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Nothing in the Specification, as 
originally filed, teaches the claimed range for fatty acid or salt in claim 20, polyol 
plasticizer in claims 21 , 26 or 27. Applicants cannot arbitrarily pick numbers from 
Examples to provide support for a range that hasn't been shown as having the end- 
points arbitrarily chosen by applicants. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 



Application/Control Number: 10/805,224 Page 4 

Art Unit: 1711 

directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-17 and 20-27 are rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Peltonen et al (US 
6,780,903) or Haasmaa et al (US 6,656,984). 

The patents to Peltonen et al (US 6,780,903) and Haasmaa et al (US 6,656,984) 
both teach the manufacture of a biodegradable resin composition having the 
constituents recited and within ranges as recited herein. Peltonen et al (US 6,780,903) 
show hydroxyalkyl starch at the paragraph bridging column 4 to column 5. Note column 
4 (lines 24-38) for the stearic acid, column 5 (lines 3-14) for the use of a polyol 
plasticizer, column 5 (lines 28-37) for the use of polyvinyl alcohol. Note the many 
Examples. The constituents are disclosed at column 5 (lines 38-43) and the Examples 
to be within the limits as claimed. The use of a fatty acid soap, that in view of the 
reference to Hawley's Condensed Chemical Dictionary, as the stearic acid component, 
is shown at column 5 (lines 19-25), present in an amount that embraces that recited 
herein, though the reference teaches fatty acid soap broadly, the inclusion of a stearate 
salt, the most prevalent according to Hawley's, would be at least obvious. As such, the 
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instant claims are deemed to be at least obvious, if not anticipated, by the teachings of 
the patent. 

The reference to Haasmaa et al (US 6,656,984) shows a maleic anhydride starch 
used with polyvinyl alcohol, water, glycerol esters and stearates. Note column 3 (lines 
58-65) for the modified starch, column 3 (lines 39-57) for the stearates, column 4 (lines 
5-16) for the glycerol ester, and oils in general and column 4 (lines 17-27) for the 
polyvinyl alcohol. Note column 4 (lines 28-48) for the compositional limitations which are 
deemed to overlap with those recited herein. Again, the stearic acid component is not 
disclosed as to compositional limitations. Since this component is recited for the same 
use as disclosed herein, an artisan would know to employ a suitable amount. As such, 
the instant claims are deemed to be at least obvious, if not anticipated, by the teachings 
of the patent. 

Claims 11-17 and 20-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Silbiger et al (US 6,248,838), taken in view of Buehler et al (US 
5,316,578) and Frische et al (US 5,374,304). 

The reference to Silbiger et al (US 6,248,838) shows the employment of 
hydroxyalkyl starch at a presence of from 3 to 50 % by weight, polyvinyl alcohol at a 
presence of from 5 to 40 % by weight, water at about 6 to 20% by weight, glycerol at a 
level of 0.5 to 40 % by weight, and starch. Note the paragraph bridging column 3 to 
column 4, column 6 (lines 19-63) for the PVA, HA starch and glycerol plasticizer. Note 
column 8 (lines 17 et seq.) for the additional un-modified starch. The reference fails to 
teach the employment of a fatty acid or salt, as claimed. 
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The reference to Buehler et al (US 5,316,578) shows the employment of 
hydroxyalkyl starch at an unspecified range, though the product is drawn to a starch 
melt indicating major quantities, and by calculation of the other constituents as to their 
respective inclusions, would certainly be within the range recited and claimed herein. 
Water is present at about to 12% by weight, glycerol at a level of 4.8-39.8% by weight, 
and metal stearate at a level of 0.1 to 2% by weight. Note column 3 (lines 7-45) for the 
HA starch, water, plasticizer and metal stearates. The reference fails to show the 
inclusion of a PVA constituent. 

The patent to Frische et al (US 5,374,304) shows the employment of 
hydroxyalkyl starch at a presence of from 60 to 97 % by weight, polyvinyl alcohol at a 
presence of from 3 to 40 % by weight, water, glycerol at a level of 3 to 40 % by weight. 
Note column 4 (lines 1-39) and the Examples. The patent fails to show the fatty acid or 
salt. 

The references taken together show the conventionality of the constituents 
employed and that these constituents are used in essentially overlapping, inclusive 
parameters as those recited and claimed herein. The several components, thus, have 
conventional and known uses to those having an ordinary skill in the art as regards the 
production of biodegradable compositions, as disclosed and recited herein. Further, 
since these constituents would not be found in any one reference, interpolation of the 
exact weight percentages for each separate compound need not be shown by any of 
the several references included in the rejection. The various components are shown by 
the references to be known in the production of biodegradable composites and would 
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be used in accordance with the desired characteristics of the final composition as well 
as cost, availability and other factors of manufacturing and handling. Manipulation of the 
various components as to inclusion parameters would have been obvious modifications 
to an artisan in view of these considerations. As such, the instant claims are deemed to 
be obvious over the teachings of the references. No unexpected results have been 
shown on the record relating to any particular component or inclusion of any 
components. 

Response to Arguments 

Applicant's arguments filed 17 May 2006 have been fully considered but they are 
not persuasive. 

With regard to the rejection of claims 11-17 and 20-27 under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Peltonen et 
al (US 6,780,903) or Haasmaa et al (US 6,656,984), the reference to Peltonen et al 
teaches the stearate component, as pointed out above, as a fatty acid soap, in amounts 
as recited herein, since applicants did not address the rejection as regards Haasma et 
al, the Examiner maintains the rejection without further comment. 

With regard to the rejection of claims 11-17 and 20-27 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Silbiger et al (US 6,248,838), taken in view of 
Buehler et al (US 5,316,578) and Frische et al (US 5,374,304), applicants infer that the 
choice of any particular starch from that disclosed by Silbiger et al would be a 
burdensome one, yet they themselves use several, and fail to delineate why choice of 
one starch isn't obvious over another. With regards to their argument that "(n)o one 
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really knows how much of what is actually in component (i) because of the enormous 
compositional ranges for each type of compound in component (i)," this argument is 
deemed spurious in an attempt to negate the teachings of the reference as too broad 
simply because the teachings embrace those recited in applicants' claims. A skilled 
artisan would know how to choose constituents from the Silbiger et al reference. 
Applicants imply that science and progress are held in a void. Applicants are reminded 
that a reference is taken for the entirety of its teachings and not for isolated passages 
relied upon to assert patentability. It is irrelevant how many compositions Silbiger et al 
disclose. The composition, as claimed herein, is shown, which is sufficient for the 
grounds of rejection. Applicants' contention that the disclosure of Silbiger et al "fails to 
describe any particular biodegradable composition," is erroneous since the constituents 
of Silbiger et al are, for the most part, biodegradable in and of themselves. Since all of 
the references are drawn to compositions that are essentially biodegradable. Applicants 
have not shown why the constituents employed, as shown by the references separately 
and together, as pointed out above, are not conventional and are not used 
conventionally. With regard to applicants' "experimental data," it is pointed out that the 
references shown sufficient guidance to manufacture the instant composition. 
MPEP 2106 II. C. Review the claims 

The claims define the property rights provided by a patent, and thus require careful 
scrutiny. The goal of claim analysis is to identify the boundaries of the protection sought 
by the applicant and to understand how the claims relate to and define what the applicant 
has indicated is the invention. Office personnel must first determine the scope of a claim by 
thoroughly analyzing the language of the cbim before determining if the claim complies 
with each statutory requirement for patentability. See In reHiniker Co., 150 F.3d 1362, 
1369, 47 USPQ2d 1523, 1529 (Fed. Cir. 1998) ("fT]he name ofthe game is the 
claim'O- 
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No Declaration has been filed in this application, and none from any other 
application will be considered unless properly submitted. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANAQM 0/571 -272-1f 00. f ( ,(1 
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Primary Examiner 
Art Unit 1711 
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